
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


| ATTORNEY DOCKET NO. | 


CONFIRMATION NO. j 


10/509,747 


09/30/2004 


Koji Inokuchi 


43888-336 


4371 



7590 

McDermott Will & Emery 
600 13th Street NW 
Washington, DC 20005-3096 



01/11/2007 



EXAMINER 



CHU, HELEN OK 



ART UNIT 



PAPER NUMBER 



1745 



SHORTENED STATUTORY PERIOD OF RESPONSE 



MAIL DATE 



DELIVERY MODE 



3 MONTHS 01/11/2007 PAPER 

Please find below and/or attached an Office communication concerning this application or proceeding. 

If NO period for reply is specified above, the maximum statutory period will apply and will expire 6 MONTHS 
from the mailing date of this communication. 



PTOL-90A (Rev. 10/06) 





Application No. 


Applicant(s) 




Office Action Summary 




INOKUCHI ETAL. 


Pvaminor 


Art Unit 






Helen 0. Chu 


1745 





~ The MAILING DATE of this communication appears on the cover sheet with the correspondence address 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )£3 Responsive to communication(s) filed on 18 October 2006 . 
2a)Q This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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DETAILED ACTION 

1. Applicant's Remarks/Arguments has been received on October 18, 2006. Claims 
1-3 and 6 have been amended. 

2. The text of those sections of Title 35, U.S.C. code not included in this action can 
be found in the prior Office Action. 

Specification 

3. The disclosure is objected to under 37 CFR 1 .71 , as being so incomprehensible 
as to preclude a reasonable search of the prior art by the examiner. For example, the 
following items are not understood: 90< Y + 50.5X< 100 where Y at highest is 1 .0 J/g 
and X at highest is 1 .75 g/cm 3 does not satisfy the expression requirement. 

Applicant is required to submit an amendment which clarifies the disclosure so 
that the examiner may make a proper comparison of the invention with the prior art. 

Applicant should be careful not to introduce any new matter into the disclosure 
(i.e., matter which is not supported by the disclosure as originally filed). 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 
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5. Claims 1-6 rejected under 35 U.S.C. 112, first paragraph, because the 
specification, while being enabling for a carbon rod density of 1.68 g/cm 3 and a paraffin 
wax of 389 molecular weight at a melting point of 1 35 °F, a carbon rod density of 1 .65 
with either a paraffin wax of 431 molecular weight at a melting point of 145°F or a 
paraffin wax of 472 molecular weight at a melting point of 155°F s not reasonably 
provide enablement for paraffin wax containing hydrocarbon whose molecular weight is 
300 to 500 or a microcrystalline wax containing hydrocarbon whose molecular weight is 
500-800 and a carbon density of 1 .55-1 .75 g/cm 3 . The specification does not enable 
any person skilled in the art to which it pertains, or with which it is most nearly 
connected, to make the invention commensurate in scope with these claims. The claim 
recitation would cause undue experimentation by measuring wax containing different 
amounts of hydrocarbon relative to the density of the carbon rod in order to obtain 
1 .0J/g. As evidence by Table 1 , provided by the Applicant, the higher density and lower 
molecular weight or lower density and higher molecular weight would provide an 
endothermic amount less thanl .0J/g. However, a comparison between a carbon rod of 
'high' density (Example 1) and 'low' density (Comparative Example 1), a difference of 
0.03 g/cm 3 using the same paraffin wax causes significant changes in endothermic 
amounts. It is unclear to the Examiner or any one of ordinary skill with which 
combinations of hydrogen molecular weight of paraffin wax and density in carbon rod 
would cause an endothermic amount of less than 1.0J/g. For example, would a carbon 
rod density of 1 .66 or 1 .67 g/cm 3 and a wax with a hydrocarbon molecular weight of 400 
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be sufficient to provide an exothermic amount of less than 1 .OJ/g. In re Wands, 858 F. 
2d 731, 8 USPQ2d 1400 (Fed. Cir. 1988) 

6. Claim 2 and 3 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. The rational expression provided does not provide the Examiner or anyone of 
ordinary skill to formulate coherent understanding. The expression provided is 90<Y + 
50.5x< 100, where Y is the specific energy having units of J/g and X is the density 
having units of g/cm 3 does not correlate X and Y with each other in this equation. Y and 
X have two different units and therefore are not combinable. 

7. Claim 2 and 3 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. The rational expression provided does not provide the Examiner or anyone of 
ordinary skill to formulate coherent understanding. The expression provided is 90<Y + 
50.5x< 100, where Y being the highest number of 1.0 and X being the highest number 
of 1.75 does not provide a value greater than 90 and less than 100. Therefore, the 
Examiner cannot further prosecute claims 2 and 3. 

8. Claims depending from claims 1, 2 and 6 rejected under 35 USC 112, first 
paragraph are also rejected for the same reasons. 
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9. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

10. Claims 1-6 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. The recitation "endothermic amount" is unclear to the 
Examiner. It is unclear to anyone of ordinary skill what the endothermic amount defines. 

11. Claims 1-6 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. The recitation "endothermic amount" is unclear to the 
Examiner. It is unclear to anyone of ordinary skill what the endothermic amount defines 
and why at different scanning calorimetry range it would give less than 1 .OJ/g and the 
higher the range the more percent of endothermic amounts but still less than 1.0J/g. 
How is an amount less than 1 .OJ/g more significant than 1 .1 J/g? The Applicant must 
provide this information before the Examiner withdraws 35 U.S.C 112, second 
paragraph rejection. 

12. Claims depending from claims 1,2, 4-6 rejected under 35 USC 1 12, second 
paragraph are also rejected for the same reasons. 

Claim Rejections - 35 USC § 103 

13. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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14. Claims 1, 4-6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nobuaki (JP 03297063) in view of Nagasawa et al. (US Patent 4,157,317). 

In regards to claim 1 and 6, the Nobuaki reference discloses an impregnation 
material for carbon rod in a manganese dry cell. The abstract describes paraffin wax as 
the impregnation material consisting hydrocarbon of 300-500 molecular weight, 
however, the Nobuaki et al. does not disclose the density of the carbon rod. The 
Nagasawa et al. reference discloses wax impregnation of a carbon rod and the density 
of the carbon rod is between 1 .6-1 .8 g/cm 3 . The Nagasawa et al. reference further 
discloses below 1.6 g/cm 3 density does not provide sufficient strength and higher than 
1 .8 g/cm 3 does not easily allow the gases to escape the rod during heating and cracks 
(on the rod) is likely to occur (Column 5, lines 5-12). Therefore, it would have been 
obvious to one of the ordinary skill in the art at the time of the invention to apply the wax 
with hydrocarbons with a molecular weight of 300-500 as taught by Nobuaki to the 
carbon rod with a density between 1.6-1.8 g/cm 3 as taught by Nagasawa et al. to 
prevent the rod from cracks due to heating and providing a longer life to the manganese 
dry cell. Product claims with numerical ranges which overlap prior art ranges were held 
to have been obvious under 35 USC 103. (MPEP 2144.05 (I)) 

Regarding claims 4 and 5, the endothermic amount indicated by Applicants as 
not more than 1.0 J/g obtained by differential scanning calorimetry between 20 to 55°C 
is not more than 25%,20 to 60°C is between 25% to 40%, 20 to 65°C is between 40% to 
70% are all intrinsic properties of the paraffin wax having a molecular weight of 300 to 
500. 
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Applicant is advised to prove all of the different combinations of the carbon rod 
density and the wax of different hydrocarbon amounts as taught by the prior art would 
not provide an endothermic amount of less than 1.0 J/g. 



15. Applicant's arguments with respect to claims 1-6 have been considered but are 
moot in view of the new ground(s) of rejection. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Helen O. Chu whose telephone number is (571) 272- 
5162. The examiner can normally be reached on Monday-Friday 8am-4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick Ryan can be reached on (571) 272-1292. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. J A / 
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